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(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1 through 17. An anendnent after final rejection was
filed August 7, 1995 and was entered by the Exam ner as
indicated in the Advisory Action dated August 30,1995. In
this Advisory Action, the Exam ner stated that the rejections
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of claims 1 through 11, 16, and 17 on non-reference grounds
was overcome. Further, clains 8 through 10 were noted by the
Exam ner as containing allowabl e subject matter and were
objected to as being dependent on a rejected claim
Accordingly, this appeal involves only clainms 1 through 7 and
11 through 17.

The clained invention relates to a nethod and appar at us
for regulating traffic in a traffic restriction area with
nmovabl e |ight signaling equipnment including nobile traffic
lights. More particularly, Appellants indicate at pages 2
through 5 of the specification that traffic flow through the
restricted area is optim zed by determ ning a cl earance tine
based on the sensed transit tinme of vehicles traveling through
the restricted area. This clearance tinme is referred to as a
“red phase” since, during this tinme period, the traffic lights

at opposite ends of the restriction area are both red.

Caimlis illustrative of the invention and reads as
fol |l ow
1. A nethod for regulating traffic wth novabl e
I'ight signal ing equi prent including nobile traffic |ights,

in traffic restriction areas using sensor controls which
prescri be go times defined as green phases and
cl earance tinmes defined as red phases in the traffic
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restriction area to be secured, a traffic restriction area
bei ng an area al ong a bl ocked stretch of roadway in which
traffic is restricted by the light signalling equipnent,

t he net hod conpri si ng:

sensing traffic and nmeasuring the transit times of
vehi cl es over a neasured di stance extendi ng substantially
along the traffic restriction area to be secured with the
sensor control s;

determ ning the clearance tinme as a function of the
transit tinme nmeasurenents obtained; and

controlling the light signaling equipnent to
regul ate traffic in the traffic restriction area to be
secured based on the determ ned cl earance tine.

The Exam ner relies on the followng prior art:

Mar cy 4,390, 951 Jun. 28,
1983
Ki shi 5, 252, 969 Cct. 12,
1993

(Filed Jun. 18, 1991)
Clainms 1 through 7 and 11 through 17 stand finally
rejected under 35 U S.C. § 103 as bei ng unpat ent abl e over
Marcy in view of Kishi
Rat her than reiterate the argunments of Appellants

and the Exam ner, reference is made to the Briefs! and Answers

! The Appeal brief was filed Novenber 29, 1995. In
response to the Exam ner’s Answer dated March 20, 1996, a
Reply brief was filed May 20, 1996. The Exam ner entered the
Reply Brief and submtted a Suppl enmental Exam ner’s Answer on
July 19, 1996. A Supplenental Reply Brief filed by Appellants
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for the respective details thereof.
OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner, the argunents
in support of the rejection and the evidence of obvi ousness
relied upon by the Exam ner as support for the rejection. W
have, |ikew se, reviewed and taken into consideration, in
reachi ng our decision, Appellants’ argunments set forth in the
Briefs along with the Exam ner’s rationale in support of the
rejections and argunents in rebuttal set forth in the
Exam ner’ s Answers.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the obviousness of the invention set forth in
cl ai ns
1 through 7 and 11 through 17. Accordingly, we reverse.

In rejecting clains under 35 U.S.C. 8§ 103, it is

i ncunbent upon the Exam ner to establish a factual basis to

on August 13, 1996 was acknow edged and entered by the
Exam ner wi thout further comrent on Septenber 16, 1996.
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support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1074, 5 USP@d 1596, 1598 (Fed. Cir. 1988). 1In
so
doi ng, the Exami ner is expected to nmake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from some

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. G r. 1988), cert. denied,

488 U. S. 825 (1988); Ashland QI, Inc. v. Delta Resins &

Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed.

Cir. 1985), cert. denied, 475 U. S. 1017 (1986); ACS Hosp.
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Sys.., Inc. v. Mntefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ

929,
933 (Fed. Cir. 1984). These show ngs by the Exam ner are an
essential part of conmplying with the burden of presenting a

prima facie case of obvi ousness. Note In re Cetiker, 977 F.2d

1443, 1445, 24 USPQR2d 1443, 1444 (Fed. Cr. 1992).

Wth respect to independent clainms 1 and 12, the Exam ner
proposes to nodify the traffic signal light regulating system
of Marcy by relying on Kishi to supply a teaching of utilizing
novabl e or portable traffic lights. |In the Exam ner’s view,
the skilled artisan would have found it obvious to nmake the
traffic light systemof Marcy portable so as to facilitate
installation in tenporary situations in view of the teachings
of Kishi. (Answer, page 4).

In response, Appellants assert the failure of the

Exam ner to establish a prina facie case of obvi ousness since

Marcy, the primary reference relied on by the Exam ner, fails
to disclose a nunber of features recited in the clains on
appeal . Upon careful review of the Marcy and Kishi references
in light of the argunents of record, we are in agreenent with
Appel l ants’ stated position in the Briefs.
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As pointed out by Appellants (Brief, pages 8 and 9),
Marcy is not concerned with regulating traffic in a traffic
restriction area along a bl ocked stretch of roadway and,
further, in contrast to the clained plural traffic |ights,
Marcy discloses only a single traffic light. W are further
in agreenment with Appellants’ contention (Brief, page 11) that
Marcy does not determ ne “clearance tinme” defined in the
context of the clainms as “red phases” in the traffic
restriction area. These “red phases” define the tine that the
signal lights at each end of the traffic restriction area are
red allowing traffic in the restricted area to “clear” the
area before traffic is permtted to flowin the opposite
direction on a green light cycle. 1In our view, for the nost
fundamental reason, this feature is conpletely lacking in
Marcy since only one signal light, and that at a traffic
intersection rather than at a bl ocked restricted area, is
di scl osed.

Further, our review of the Kishi reference, which the
Exam ner has relied on solely to address the clai med novabl e
or portable signal light feature, reveals no disclosure which
woul d overcone the deficiencies of Marcy di scussed supra.
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Wil e Kishi teaches novable traffic lights for regulating
traffic in a restricted area, the light signal control is
based on fixed timer cycles which synchronize operation of the
lights at both ends of the restricted area. In our view, this
falls well short of the dynam c control of clearance tine
based on neasured transit tines recited in the clains on
appeal. W also note that, notw thstandi ng the individual

di fferences between the clainmed features and the applied Marcy
and Kishi references, it is our view that no suggestion or
notivation exists in the references for conbining or nodifying

teachings to establish a prim facie case of obviousness. The

mere fact that the prior art nay be nodified in the manner
suggested by the Exam ner does not nake the nodification
obvi ous unless the prior art suggested the desirability of the

nmodi fi cati on. In re Fritch, 972 F.2d 1260,

1266 n. 14, 23 USPQ2d 1780, 1783-84 n. 14 (Fed. Cr. 1992).
As di scussed previously, Marcy discloses the controlling of
traffic flow through an intersection using a single traffic
i ght based on a dynam cal |y changi ng cal cul at ed par anet er
identified as “encunbrance.” Kishi, on the other hand,

synchroni zes traffic signals located at ends of a traffic
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restriction area utilizing fixed timer cycles. |n our view,
these traffic control techniques are so opposite in approach
that any notivation to conmbi ne them nust have resulted from an
i nproper attenpt to reconstruct Appellants’ invention in

hi ndsi ght .

In summary, we are |left to specul ate why one of ordinary
skill would have found it obvious to nodify the applied prior
art to make the conbi nati on suggested by the Exami ner. The
only reason we can discern is inproper hindsight
reconstruction of Appellants’ clained invention. |In order for
us to sustain the Examner’s rejection under 35 U.S.C. 8§ 103,
we woul d need to resort to specul ati on or unfounded
assunptions or rationales to supply deficiencies in the

factual basis of the rejection before us. In re Warner, 379

F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967), cert. denied,

389 U.S. 1057 (1968), reh’ g denied,

390 U.S. 1000 (1968). Since we are of the view that the prior
art applied by the Exam ner does not support the rejection, we
do not sustain the rejection of independent clains 1 and 12,
nor of dependent clainms 2 through 7, 11, and 13 through 17.
Therefore, the Exam ner’s decision rejecting clainms 1 through
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7 and

11 through 17 under 35 U . S.C. 8 103 is reversed.

REVERSED

N—r

KENNETH W HAI RSTON
Adm ni strative Patent Judge

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge

STUART N. HECKER
Adm ni strative Patent Judge
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